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DETAILED ACTION 



Response to Arguments 



1 . Applicant's arguments filed May 3, 2004 have been fully considered but they are 
not persuasive. 

Applicant argues that Smith fails to disclose a user initiating a transmission mode 
and in response to initiating the transmission mode, automatically selecting a form of a 
message to be transmitted, wherein the form is selected based on the content of the 
displayed information at the time the transmission mode is initiated. 

The examiner, however, respectfully disagrees. Smith discloses a mobile 
telephone (MT) capable of receiving and sending voice, fax, e-mail, ink and SMS 
messages (col. 3, line 40-col. 4, line 36). In the event the user of the MT receives one 
of the above type messages (for example an ink/SMS message) and desires to respond 
to the message, the user selects the TOOL button and selects the write option (col. 1 1 , 
lines 1-10; figure 13B). The selection of the write option initiates a transmission mode 
(SEND option) and the automatic selection of the form for a message to be transmitted 
based on the content of the displayed information at the time the user input is received 
is met as evidenced by the fact that the MT knows what type of message is being 
displayed (i.e., fax, ink, e-mail, etc.) See for instance figure 7A, which shows the 
different types of messages the MT has received. As such, when the user initiates a 
reply mode, the MT will know the type of form the reply should be in (col. 7, line 50-col. 
8, line 17, col. 8, line46-col. 9, line 22 and col. 10, line 3-col. 11, line 31). 
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Applicant further argues that Makela" in combination with Smith fails to disclose 
automatically selecting a message to be transmitted in response to detecting 
predetermined content. 

Regarding this limitation, the examiner did admit that Smith fails to disclose 
wherein the step of automatically entering a mode for allowing a user to transmit a 
message from the telephone did not include the further step of automatically selecting a 
message to be transmitted in response to detecting the predetermined content 

In Smith, the message is one in which the user has to manually enter the desired 
message to be sent while in reply mode (col. 10, line 61 -col. 1 1 , line 10; figures ISA- 
ISC). As explained above, the automatic selection of the form for the message to be 
transmitted based on predetermined content is already met in Smith. Makela was only 
brought in to show that a user does not have to manually respond to a call, but rather a 
pre-stored message can be automatically sent back to a caller (col. 5, line 53-col. 6, line 
1 6). Such an automatic response would save a user the time from having to manually 
input a reply message. 

Based on the above remarks, the rejections stand as set forth below. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
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applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 35-38 and 40-53 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Smith et al (Smith), U.S. Patent No. 6,333,973. 

Regarding claims 35 and 44, Smith discloses a method/means of allowing a user 
to transmit a message in a portable telephone, the portable telephone including a 
display device, the method comprising the steps of: receiving previously requested data 
from a remote source (i.e., from the SMS, e-mail, fax or voice server) (col. 8, lines 27- 
35, col. 10, lines 17-56; figure 5); displaying information representative of the previously 
requested data on the display device (col. 8, lines 30-40; figure 7A, 7B, 13A-13D); in 
response to a user input initiating a transmission mode, automatically selecting a form 
for a message to be transmitted based on a content of the displayed information at the 
time the user input is received as evidenced by the fact that the terminal can determine 
the ID of the caller and the detect which type of call/message is received (col. 8, lines 
52-65, col. 10, line 61-col. 11, line 31). 

Regarding claims 36 and 45, Smith discloses a method according to claims 35 
and 44, wherein the portable telephone is configured to send and receive electronic mail 
messages; and wherein the step of automatically selecting a form for a message to be 
transmitted comprises the step of automatically selecting a form for an outgoing 
electronic mail message based on a content of the displayed information at the time the 
user input is received (col. 10, line 38-col. 11, line 31). 



o 



Application/Control Number: 09/405,826 Page 5 

Art Unit: 2681 

Regarding claim 37, Smith discloses a method of enabling a portable telephone 
to allow a user to transmit a message, the method comprising the step of transmitting 
sequences of instructions from a host processing system to the portable telephone, the 
sequences of instructions including instructions which, when executed on the portable 
telephone, cause the portable telephone to perform the method recited in claim 35 (via 
processor 3300, col. 5, lines 14-18 and lines 50-57). 

Regarding claim 38, Smith discloses a machine-implemented method of allowing 
a user to transmit a message in a portable telephone, the method comprising the steps 
of: receiving data from a remote source; monitoring the content of the data for 
predetermined content; and in response to detecting the predetermined content (i.e., 
caller information, fax, e-mail, sms, etc), automatically entering a mode for allowing a 
user to transmit a message from the telephone (col. 8, lines 26-45, col. 10, line 61 -col. 
11, line 19; figures 7A, 7B, 13A-13D). 

Regarding claim 40, Smith discloses a machine-implemented method according 
to claim 38, wherein the step of automatically entering a mode for allowing a user to 
transmit a message from the telephone comprises the step of automatically selecting a 
format of a message to be transmitted in response to detecting the predetermined 
content (col. 8, lines 26-45, col. 10, line 61 -col. 11, line 31; figures 7A, 7B, 13A-13D). 

Regarding claim 41, Smith discloses a machine-implemented method according 
to claim 40, wherein the telephone is configured to send and receive electronic mail 
messages and to display received electronic mail messages to a user; and wherein the 



Application/Control Number: 09/405,826 Page 6 

Art Unit: 2681 

step of automatically selecting a format of a message to be transmitted comprises the 
step of automatically selecting a form for an outgoing electronic mail message in 
response to detecting the predetermined content (col. 8, lines 26-45, col. 10, line 61-col. 
11, line 19). 

Regarding claim 42, Smith discloses a method of enabling a portable telephone 
to allow a user to transmit a message, the method comprising the step of transmitting 
sequences of instructions from a host processing system to the portable telephone, the 
sequences of instructions including instructions which, when executed on the portable 
telephone, cause the portable telephone to perform the method recited in claim 38 (col. 
5, lines 14-18 and lines 50-5; figure 37). 

Regarding claims 43 and 46, Smith discloses a method according to claims 36 
and 46, wherein the form is pre-configured to include a destination address (col. 10, 
lines 61-65; figures 13A-13D, 14A, 14B). 

Regarding claim 47, Smith discloses a portable telephone (figures 2 and 3) 
comprising: an input device (2300); a display device (2400); a transceiver (3100) 
configured to receive a communication from a remote source over a wireless 
link; and a control circuit (3300) coupled to the display device and the receiver, the 
control circuit configured to cause information representative of the communication to 
be displayed on the display device, the control circuit further configured to detect a user 
input at the input device initiating a transmission mode, and further configured to 
respond to the user input by selecting a form for a message to be transmitted based on 
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a content of the displayed information at the time the user input is received (col. 10, line 
17-col. 11, line 31). 

Regarding claim 48, Smith discloses a portable telephone according to claim 47, 
wherein the transceiver is configured to send and receive electronic mail messages 
over the wireless link; and wherein the control circuitry is configured to automatically 
select a form for an outgoing electronic mail message based on a content of the 
displayed information at the time the user input is received (col. 5, lines 19-20, col. 10, 
line 38-col. 11, line 31). 

Regarding claim 49, Smith discloses a portable telephone according to claim 48, 
wherein the form is pre-configured to include a destination address (col. 10, lines 61-65, 
col. 11, lines 20-31). 

Regarding claim 53, Smith discloses a portable telephone comprising: means for 
carrying out a two-way telephone communication over a wireless link (col. 4, lines 15- 
35), means for receiving non-voice data from a remote source (col. 4, lines 15-35); 
means for monitoring the content of the data for predetermined content; and means, 
responsive to detecting the predetermined content, for automatically entering a 
transmission mode for allowing a user to transmit an electronic mail message from the 
telephone (col. 8, lines 26-45, col. 10, line 61 -col. 1 1 , line 9). 

Claim Rejections - 35 (JSC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 39 and 54-56 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Smith in view of Makela et al (Makela), U.S. Patent No. 6,301 ,338. 

Regarding claims 39 and 54, Smith discloses a machine-implemented method 
according to claim 38 as described. Smith, however, fails to disclose wherein the step 
of automatically entering a mode for allowing a user to transmit a message from the 
telephone comprises the step of automatically selecting a message to be transmitted in 
response to detecting the predetermined content. 

In a similar field of endeavor, Makela discloses activation of a telephone's own 
call equipment according to the number of the calling party. Makela further discloses 
automatically selecting an SMS message to be transmitted in response to detecting the 
predetermined content of an incoming call (col. 5, line 53-col. 6, line 16). 

At the time of invention, it would have been obvious to a person of ordinary skill 
in the art to modify Smith with the teachings of Makela for the purpose of saving the 
user time from having to manually input a reply message. 

Regarding claim 55, the combination of Smith and Makela discloses a portable 
telephone according to claim 54, wherein the means for automatically entering a mode 
for allowing a user to transmit an electronic mail message from the telephone comprises 
means for automatically selecting a format of a message to be transmitted in response 
to detecting the predetermined content (Smith, col. 8, lines 26-45, col. 10, line 61 -col. 
11, line 19). 
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Regarding claim 56, Smith discloses a portable telephone communication device 
comprising: a display device (2400), a transceiver (3100) configured to carry out a two- 
way telephone communication and further configured to receive non-voice data from a 
remote source (col. 4, lines 15-35); a control circuit (3300) coupled to the transceiver 
and the display device (figures 2 and 3), the control circuit configured to detect 
predetermined content in the non-voice data, to enter a transmission mode for allowing 
a user to transmit an electronic mail message in response to detecting the 
predetermined content (col. 10, line 38-col. 11, line 19). 

Smith, however, fails to disclose automatically select a message to be 
transmitted in response to detecting the predetermined content. 

Makela reads on this limitation (col. 5, line 53-col. 6, line 16). 

At the time of invention, it would have been obvious to a person of ordinary skill 
in the art to modify Smith with the teachings of Makela for the purpose of saving the 
user time from having to manually input a reply message. 

Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Temica M. Davis whose telephone number is (703) 306- 
5837. The examiner can normally be reached on Monday-Thursday (alternate Fridays) 
8:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Hudspeth can be reached on (703) 308-4825. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Examiner 
Art Unit 2681 
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